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1 . All of the art rejections are sustained. 

Election/Restrictions 

2. Newly submitted claims 53-57 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions 
which are not so linked as to form a single general inventive concept under PCT 
Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, 

to elect a single invention to which the claims must be restricted. 

Group I, claim(s) 4-13, 15-40 and 52 drawn to a foamed laminate. 

Group II, claim(s) drawn to 53-57 drawn to a process for producing a foamed 
laminate. 

The inventions listed as Groups l-ll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: claim 4 is obvious 
over EP 974 617 in view of EP 976 782 (see rejections below). As the recited 
structure does not make a contribution over the prior art, unity of invention is lacking 
and restriction is appropriate. 

Since applicant has received an action on the merits for the originally 
presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 53-57 are withdrawn 
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from consideration as being directed to a non-elected invention. See 37 CFR 
1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 4-13, 15-40, and 52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 974 617 in view of EP 976 782. Yorita et al (US 6,303,666) 
("Yorita") is relied on as an equivalent form of EP 976 782. EP'617 teaches a 
laminate for use in glass run channels comprising a core and a skin member being 
bonded to the core. EP'617 teaches the skin member made of an ultrahigh 
molecular weight polyolefin having an intrinsic viscosity within the claimed range 
[0103]. EP'617 also teaches the skin member comprising an olefin thermoplastic 
elastomer and at least one kind of lubricant recited by the claims (abstract). EP'617 
also teaches the olefin thermoplastic elastomer used in the skin layer comprising a 
mixture of the crystalline polyolefin resin and the rubber to a dynamic heat treatment 
[0071] in the presence of a cross-linking agent (abstract). EP'617 teaches the core 
being an olefin thermoplastic elastomer. EP'617 is silent as to the core being a 
foamed body of the olefin thermoplastic elastomer. Yorita, however, teaches a 
production of expanded olefinic thermoplastic elastomer for use in weather strip 
sponges (column 27, line 49). Yorita teaches the weather strip sponge comprising 
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a foamed body made of a thermoplatic elastomer (A) and the olefinic plastic (B) in 
proportions of from 50-99 parts by weight and 1 to 50 parts by weight respectively 
(column 13, lines 5-15) wherein the thermoplastic elastomer (A) comprises a 
crosslinked olefin copolymer (a) and a decomposable olefin plastic (b) (column 8, 
lines 20-25). 

Yorita (US'666) Claimed invention 

Crosslinked olefinic copolymer (A-3)(a) ethylene/a-olefin copolymer (a-2) 

Olefinic plastic (B) polyethylene resin (a-1) 

Yorita discloses the cross-linked olefinic copolymer (A-3)(a) and a 
decomposable olefinic plastic resin (A-3)(b) are subjected to dynamic crosslinking in 
the presence of a crosslinking agent. Yorita teaches the olefinic plastic (B) is added 
to the admixture ((A-3)(a) and (A-3)(b)) after the cross-linked olefinic copolymer (A- 
3)(a) is already prepared so as to eliminate the thermal decomposition and 
crosslinking of olefinic copolymer A-3)(a) by heat, thereby obtaining an expanded 
product as intended (column 13, lines 25-35). Since the olefinic copolymer (A-3)(a) 
is already crosslinked before kneaded under heat with the olefinic plastic (B), no 
cross-linking agents are required when the admixture of the olefinic plastic (B) and 
the crosslinked olefinic copolymer (A-3)(a) are subjected to the dynamic heat 
treatment. The recitation "the ethylenic thermoplastic elastomer (A) has no 
crosslinking prior to dynamic heat treatment" does not necessarily indicate that none 
of the components (a-1) and (a-2) would be cross-linked, but rather the crosslinking 
between the components is not activated because of the absence of a crosslinking 
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agent. To the examiner's intepretation, the recitation does not exclude an 
embodiment wherein the ethylenic thermoplastic elastomer (A) could have one 
crosslinked component and the crosslinking between the crosslinked component 
and other components is not activated due to the absence of a cross-linking agent. 
Yorita teaches the weather strip sponge comprising a foamed body made of a 
thermoplatic elastomer (A) and the olefinic plastic (B) in proportions of from 50-99 
parts by weight and 1 to 50 parts by weight respectively (column 13, lines 5-15) 
wherein the thermoplastic elastomer (A) comprises a crosslinked olefin copolymer 
(a) and a decomposable olefin plastic (b) (column 8, lines 20-25). Yorita teaches the 
crosslinked olefin copolymer (a) having the composition and a Mooney viscosity as 
required by the claims (column 7, lines 60-65; column 8, lines 10-15). Yorita 
teaches the olefinic plastic (B) being a homogeneous polyethylene resin or 
homogeneous polypropylene resin (column 12, lines 37-45). Yorita teaches the 
expanded olefinic thermoplastic elastomer product comprising 2 parts by weight of 
the foaming agent (table 3). Table 1 of Yorita shows that the expanded olefinic 
thermoplastic elastomer product having the foaming expansion ratio of 2 times. 
Yorita teaches the a decomposable olefin plastic (b) comprising a polypropylene 
resin or a polypropylene/alpha-olefin copolymer in an amount of 5 to 40 parts by 
weight based on 100 parts by weight of the crosslinked thermoplastic elastomer (a) 
and the decomposable olefin plastic (b) (column 8, lines 20-25, 43 and 59). 
Likewise, the polypropylene resin (b) is present in an amount of 2.5 to 20 parts by 
weight based on 100 parts by weight of the olefinic thermoplastic elastomer (a 
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combination of (a), (b) and (B)). This reads on Applicant's polypropylene resin (a-3) 
in an amount of 30 parts by weight or less per 1 00 parts by weight of total sum of the 
polyethylene resin (a-1) and the copolymer based on ethylene/alpha-olefin (a-2). 
Similarly, this reads on Applicant's olefinic thermoplastic resin (K) in an amount of 1- 
20 parts by weight or less per 1 00 parts by weight of the olefinic thermoplastic 
elastomer (J). It appears that Yorita uses the olefin thermoplastic elastomer having 
the composition with the amount of each individual component similar to that of the 
present invention. Therefore, it is the examiner's position that the compression set 
and melt flow rate of the olefinic thermoplastic elastomer of the expanded product 
would be inherently present. This is in line with In re Spada, 15 USPQ 2d 1655 
(1990) which holds that products of identical chemical composition can not have 
mutually exclusive properties. Yorita teaches the expanded olefinic thermoplastic 
elastomer products excellent in flexibility, heat resistance, which is important to 
expectation of successfully practicing the invention of EP'617, thus further 
suggesting the modification. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to replace the core of 
EP'617 with the expanded olefinic thermoplastic elastomer product as taught by 
Yorita motivated by the desire to provide the glass run channel excellent in flexibility, 
and heat resistance. 

Yorita teaches the expanded olefinic thermoplastic elastomer comprising 5 to 
80 parts by weight of a softening agent per 100 parts by weight of the sum of 
crosslinked olefin copolymer (a) and the decomposable olefin plastic (b) to make it 
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possible to sufficiently improve the flowability of the thermoplastic elastomer without 
reducing the heat resistance and tensile characteristics of an expanded product 
(column 9, lines 60-63). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to employ the softening 
agent in the foam core motivated by the desire to provide improved flowability of the 
thermoplastic elastomer without reducing the heat resistance and tensile 
characteristics of the core. 

EP' 617 does not teach how the substrate layer laminated to the skin layer. 
However, it is a product-by-process limitation not as yet shown to produce a 
patentably distinct article. It is the examiner's position that the article of EP'617 and 
Yorita is identical to or only slightly different than the claimed article prepared by the 
method of the claim, because both articles are formed from the same materials, 
having structural similarity. Even though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If 
the product in the product-by-process claim is the same as or an obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was 
made by a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). The 
burden has been shifted to the applicant to show unobvious differences between the 
claimed product and the prior art product. In re Marosi, 21 8 USPQ 289,291 (Fed. 
Cir. 1983). It is noted that if the applicant intends to rely on Examples in the 
specification or in a submitted Declaration to show non-obviousness, the applicant 



Application/Control Number: 10/069,603 Page 8 

Art Unit: 1771 

should clearly state how the Examples of the present invention are commensurate in 
scope with the claims and how the Comparative Examples are commensurate in 
scope with EP'617 as modified by Yorita. 

5. The art rejections have been maintained for the same reasons set forth in the Office 
Action 01/20/2006 and the Advisory Action of 08/02/2006. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (571) 272-1485. 
The examiner can normally be reached on Monday through Thursday, from 9:00 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Terrel Morris can be reached on (571) 272-1478. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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